$ 104. The input deviceW claim 93, further comprising means for navigating between 

^ multiple blocks of selective input \alues, wherein each block has at least three sets of values for 
each input key.-- 



REQUEST FOR RECONSIDERATION 
Applicants have canceled claims 71-92, without prejudice, and reserves the right 
to present these claims later in the prosecution of this or a subsequent application. Applicants 
have added new claims 93-104. No new matter is introduced by these amendments, and these 
amendments are fully supported by the specification. Claims 53-70 and 93-104 are pending. 
Applicants respectfully request that the Examiner reconsider the above-captioned application in 
view of the foregoing amendments and the following remarks. 



REMARKS 

Claims 53-55 and 63 stand rejected under 35 U.S.C. § 103(a), as allegedly 
rendered obvious by U.S. Patent No. 5,436,640 to Reeves et al. ("Reeves") in view of U.S. 
Patent No. 4,458,238 to Learn et al. ("Learn"). Claims 56-60 stand rejected under 35 
U.S.C. § 103(a), as allegedly rendered obvious by Reeves in view of Learn and further in view of 
U.S. Patent No. 5,396,267 to Bouton et al. ("Bouton"). Claims 61-62, 65-66, and 71 stand 
rejected under 35 U.S.C. § 103(a), as allegedly rendered obvious by Reeves in view of Learn and 
further in view of Bouton and U.S. Patent No. 5,432,530 to Arita et al. ("Arita"). Claims 67-70 
stand rejected under 35 U.S.C. § 103(a), as allegedly rendered obvious by Reeves in view of 
Learn and further in view of Bouton, Arita, and U.S. Patent No. 5,302,969 to Kuroda et al. 
("Kuroda"). Claims 72-77 stand rejected under 35 U.S.C. § 103(a), as allegedly rendered 
obvious by Reeves in view of Learn and further in view of Bouton, Arita, Kuroda, and U.S. 
Patent No. 4,870,389 to Ishiwata et al. ("Ishiwata"). Claims 78-92 stand rejected under 35 
U.S.C. § 103(a), as allegedly rendered obvious by Reeves in view of Learn and further in view of 
Bouton, Arita, Kuroda, Ishiwata, and U.S. Patent No. 4,724,431 to Holtely ("Holtely"). 
Applicants respectfully disagree. 
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1. Claims 53-71 

Claims 53-55 and 63 stand rejected as allegedly rendered obvious by Reeves in 
view of Learn, and claims 56-62 and 64-71 stand rejected as allegedly rendered obvious by 
Reeves in view of Learn and further in view of various combinations of cited references. 
Applicants respectfully disagree, because the Office Action has failed to establish a prima facie 
case of obviousness. 

In order to establish a prima facie case of obviousness, at least two criteria must 
be met. First, there must be some motivation or suggestion to make the proposed combination or 
modification of the references. Further, "the teaching or suggestion to make the claimed 
combination must be found in the prior art, and not based on the applicant's disclosure." MPEP 
2142, discussing In re Vaeck , 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). In addition, the 
combined, or modified, references must teach or suggest all claim limitations. 

The Office Action alleges that Reeves describes all of the elements of claims 53 
and 63, except Reeves for "a signal generator operatively connected to the plurality of inputs and 
the connector." Office Action, Page 2. Nevertheless, to cure this deficiency, the Office Action 
refers to Learn, which allegedly discloses this element. Id. Claims 53 and 63 recite "a signal 
generator operatively connected to the plurality of inputs and the connector, said signal generator 
generating at least one first signal indicating a movement or position of the control portion 
relative to the base portion, and at least a second signal indicating user data input requests." In 
contrast, Reeves describes a joystick having a plurality of inputs 30 and 32 connected to a 
control portion 22. Control portion 22 is connected to a base 28 via an actuation shaft 24 and 
first and second C-shaped gimbals 36. See, e.g., Reeves, Column 4, Lines 18-23; Column 4, 
Lines 36-42; and Figs. 1 and 2. Each gimbal 36 has a corresponding potentiometer 72 for 
sensing a movement of the joystick, where first potentiometer 72 senses movement along a X- 
axis, and second potentiometer 72 senses movement along a Y-axis . See Reeves, Column 5, 
Lines 22-30; and Abstract, Lines 7-13. However, potentiometers 72 are not associated with 
inputs 30 and 32, and do not indicate user data input requests. Thus, Reeves at least fails to 
describe "at least a second signal indicating user data input requests," as described in claims 53 
and 63. Moreover, the Office Action does not allege that Learn describes or suggests these 
missing elements. Therefore, because the combination of references fails to disclose or suggest 
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all claim limitations, Applicants respectfully request that the rejection of these claims and the 
claims dependent therefrom be withdrawn. 

Assuming arguendo that Reeves in view of Learn describes or suggests each and 
every element as set forth in claims 53 and 63, Applicants submit that modifying Reeves in view 
of Learn renders Reeves unsatisfactory for its intended purpose and changes Reeves' principle of 
operation. It is well-recognized that it is improper to combine references where the references 
teach away from the invention. References teach away from the invention when the "proposed 
modification renders the prior art unsatisfactory for its intended purpose or changes the principle 
of operation of a reference." MPEP 2145 (citations omitted). Modifying the signal generator of 
Reeves with the signal generator of Learn so that Reeves' signal generator is operatively 
connected to the plurality of inputs and the connector, as recited in claims 53 and 63, renders 
Reeves unsatisfactory for its intended purpose. As described above, Reeves is a joystick 
intended for use in combination with a video game system. In order to use a joystick in 
association with a video game system, it is necessary that the inputs be located on the top portion 
of the joystick, to enable a user to press the input buttons while simultaneously being able to 
control movement using the joystick. Moreover, from a mechanical perspective, the mechanism 
for sensing movement of the joystick must be located at the bottom of the joystick because the 
joystick is connected to the base at the bottom of the joystick. Operatively connecting the signal 
generator of Reeves, which is potentiometer 72, to inputs 30 and 32 and the connector, which 
comprises shaft 24 and gimble 36, would require that potentiometer 72, inputs 30 and 32, shaft 
24, and gimble 36 be in close proximity to one another. Placing these elements in close 
proximity to one another would require drastically shortening the joystick, such that it would 
resemble a knob, and not a joystick, which would greatly reduce control over movement using 
the joystick. Thus, because the proposed modification to the signal generator of Reeves with the 
signal generator of Learn, so that Reeves' signal generator is operatively connected to the 
plurality of inputs and the connector, as recited in claims 53 and 63, would render Reeves 
unsatisfactory for its intended purpose, Applicants respectfully request that the rejection of 
claims 53 and 63, and all claims dependent therefrom, be withdrawn. 
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2. Claims 72-92 

Claims 72-77 stand rejected as allegedly rendered obvious by Reeves in view of 
Learn and further in view of Bouton, Arita, Kuroda, and Ishiwata, and claims 78-92 stand 
rejected as allegedly rendered obvious by Reeves in view of Learn and further in view of 
Bouton, Arita, Kuroda, Ishiwata, and Holtely. Specifically, the Office Action alleges that 
Reeves, Learn, Bouton, Arita, and Kuroda describe most of the elements as described in claim 
72, and that the remaining elements are described in Ishiwata. 

Although Applicants do not necessarily agree with these rejections, in order to 
expedite the prosecution of the present application, Applicants have canceled these claims 
without prejudice. Applicants reserve the right to pursue these claims in this or a subsequent 
application. Therefore, this rejection is moot. 

CONCLUSION 

Applicants respectfully submit that this application is in condition for allowance, 
and such disposition is earnestly solicited. If the Examiner believes that the prosecution might 
be advanced by discussing the application with Applicants 5 representatives, in person or over the 
telephone, we would welcome the opportunity to do so. 

Respectfully submitted, 

BROBECK, PHLEGER & HARRISON, LLP 

Dated: May 8, 2001 

Brobeck, Phleger & Harrison, LLP 
1333 H Street, N.W. 
Suite 800 

Washington, D.C. 20004 
(202) 220-6000 (telephone) 
(202) 220-5200 (facsimile) 




Registration No. 27,399 
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APPENDIX A 
VERSION OF CLAIMS WITH MARKINGS 
In accordance with 37 C.F.R. § 1.121(b), Applicant submits a marked version of 
the claims, in order to indicate the changes Applicants have made to these claims. 

Please cancel claims 71-92, without prejudice. 

Please add new claims 93- 104 , provided in a clean format in accordance with 37 C.F.R. § 
1.121: 

—93. (New) An input device for generating signals that represent input requests by a user, said 
device comprising: 

a base portion having a top surface; 

four primary keys disposed on said top surface; 

at least one position-responsive input value selector that is responsive to a position of the 
top surface within a substantially horizontal plane; and 

a signal generator operatively connected to the primary keys and the position-responsive 
selector generating a first signal indicating a user input value selection and a second signal 
indicating user data input request. 

94. (New) The input device of claim 93, wherein the primary keys are disposed on the top 
surface such that each finger of a user's hand rests on a primary key. 

95. (New) The input device of claim 94, wherein the primary keys are actuated without 
removing the finger from the primary key. 

96. (New) The input device of claim 93, further comprising a thumb key. 

97. (New) The input device of claim 93, wherein said position-responsive input value 
selector is responsive to changes in position along an Y- and/or Z-axis relative to a home state. 
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e .... - • 

98. (New) The input device of claim 93, wherein the base portion comprises a stationary 
bottom portion and a movable upper portion and said changes in position are of said upper 
portion relative to said stationary bottom portion. 

99. (New) The input device of claim 93, further comprising a second input device adapted 
for the other hand of the user. 

100. (New) The input device of claim 97, wherein said base portion is movable on the surface 
upon which it is placed and said changes in position are of the entire base portion relative to its 
position prior to moving. 

101 . (New) The input device of claim 100, wherein said input value selector is a mouse 
mechanism. 

102. (New) The input device of claim 98, wherein said selector is a joystick mechanism. 

103. (New) The input device of claim 93, further comprising a mouse mechanism and a 
device for selectively enabling said mouse mechanism to provide a signal indicating desired 
mouse-based user input. 

104. (New) The input device of claim 93, further comprising means for navigating between 
multiple blocks of selective input values, wherein each block has at least three sets of values for 
each input key.— 
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